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if amended as proposed, would be pat-
entable.

(c) The time for taking any action by
a patent owner in an ex parte reexam-
ination proceeding will be extended
only for sufficient cause and for a rea-
sonable time specified. Any request for
such extension must be filed on or be-
fore the day on which action by the
patent owner is due, but in no case will
the mere filing of a request effect any
extension. Any request for such exten-
sion must be accompanied by the peti-
tion fee set forth in §1.17(g). See
§1.304(a) for extensions of time for fil-
ing a notice of appeal to the U.S. Court
of Appeals for the Federal Circuit or
for commencing a civil action.

(d) If the patent owner fails to file a
timely and appropriate response to any
Office action or any written statement
of an interview required under
§1.560(b), the prosecution in the ex
parte reexamination proceeding will be
a terminated prosecution, and the Di-
rector will proceed to issue and publish
a certificate concluding the reexamina-
tion proceeding under §1.570 in accord-
ance with the last action of the Office.

(e) If a response by the patent owner
is not timely filed in the Office,

(1) The delay in filing such response
may be excused if it is shown to the
satisfaction of the Director that the
delay was unavoidable; a petition to
accept an unavoidably delayed re-
sponse must be filed in compliance
with §1.137(a); or

(2) The response may nevertheless be
accepted if the delay was uninten-
tional; a petition to accept an uninten-
tionally delayed response must be filed
in compliance with §1.137(b).

(f) The reexamination requester will
be sent copies of Office actions issued
during the ex parte reexamination pro-
ceeding. After filing of a request for ex
parte reexamination by a third party
requester, any document filed by either
the patent owner or the third party re-
quester must be served on the other
party in the reexamination proceeding
in the manner provided by §1.248. The
document must reflect service or the
document may be refused consideration
by the Office.

(g) The active participation of the ex
parte reexamination requester ends
with the reply pursuant to §1.535, and

§1.555

no further submissions on behalf of the
reexamination requester will be ac-
knowledged or considered. Further, no
submissions on behalf of any third par-
ties will be acknowledged or considered
unless such submissions are:

(1) in accordance with §1.510 or §1.535;
or

(2) entered in the patent file prior to
the date of the order for ex parte reex-
amination pursuant to §1.525.

(h) Submissions by third parties,
filed after the date of the order for ex
parte reexamination pursuant to §1.525,
must meet the requirements of and will
be treated in accordance with §1.501(a).

[66 FR 76776, Dec. 7, 2000, as amended at 69
FR 56545, Sept. 21, 2004; 72 FR 18905, Apr. 16,
2007]

§1.552 Scope of reexamination in ex
parte reexamination proceedings.

(a) Claims in an exr parte reexamina-
tion proceeding will be examined on
the basis of patents or printed publica-
tions and, with respect to subject mat-
ter added or deleted in the reexamina-
tion proceeding, on the basis of the re-
quirements of 35 U.S.C. 112.

(b) Claims in an er parte reexamina-
tion proceeding will not be permitted
to enlarge the scope of the claims of
the patent.

(c) Issues other than those indicated
in paragraphs (a) and (b) of this section
will not be resolved in a reexamination
proceeding. If such issues are raised by
the patent owner or third party re-
quester during a reexamination pro-
ceeding, the existence of such issues
will be noted by the examiner in the
next Office action, in which case the
patent owner may consider the advis-
ability of filing a reissue application to
have such issues considered and re-
solved.

[656 FR 76776, Dec. 7, 2000]

§1.555 Information material to patent-
ability in ex parte reexamination
and inter partes reexamination pro-
ceedings.

(a) A patent by its very nature is af-
fected with a public interest. The pub-
lic interest is best served, and the most
effective reexamination occurs when,
at the time a reexamination pro-
ceeding is being conducted, the Office
is aware of and evaluates the teachings
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